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REMARKS 
Status Summary 

Currently, claims 1, 2, 4-6, 21-26 and 37-40 are pending. Claims 3, 7-20 and 27- 
36 have been previously canceled. Claims 1, 2, 4-6, 21-26 and 37-40 presently stand 
rejected. Upon entry of this amendment, claim 38 will be amended for clerical 
clarification. Thus, upon entry of this amendment, claims 1, 2, 4-6, 21-26, and 37-40 
will be pending. Reconsideration of the application and entry of the amendment is 
respectfully requested. 

Claim Rejections under 35 U.S.C. § 102(b) 
Claim 38 stands rejected under 35 U.S.C. § 102(b) as being anticipated by U.S. 
Patent No. 4,467,793 to Ender (hereinafter, " Ender "). This rejection is respectfully 
traversed. 

Applicant respectfully submits that Ender does not anticipate independent claim 
38. In particular, Ender does not disclose all the features of claim 38. 

Claim 38 recites, in part, a resilient body element formed as an integral, single 
piece with an elongate plate element that defines a leading ending, a trailing end, an 
intermediate location between the leading and trailing ends, an overhanging heel toward 
the trailing end, and a bottom surface with the resilient body element extending from the 
bottom surface of the intermediate location of the elongate plate element and in a 
lengthwise direction relative to the elongate plate element beyond the terminal end of 
the elongate plate element. 
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Ender does not reasonably disclose, teach, or suggest such features. Ender 
describes formation of the nails 4 and the insert member 5 as separate pieces so that 
the nails 4 are able to be introduced through insert member 5, after the insert member is 
implanted. For example, the insert member 5 is to serve as an abutment that prevents 
the nails 4 from becoming shifted in direction to the medullary canal. ( See , Ender at col. 
4, line 46- col. 5, line 9.) The Summary of the Invention of Ender further supports that 
the nails and the insert member are separate as disclosed and taught in Ender . The 
Summary of the Invention in Ender states: 

It is an object of the invention to avoid these drawbacks. The invention is 
based on an instrument of the type initially described and essentially consists in 
that an insert member is provided and adapted for being inserted into the impact 
hole, said insert member having a guiding channel for the bone nail or bone 
nails, respectively, and accommodating at least partially the coupling member of 
the bone nail or nails and being provided with a fixing means preventing the 
insert member from becoming shifted within the impact hole. 

( See , Ender at col. 2, lines 40-49.) 

Thus, it is clear that because the nails and insert member are separate 
components and are not an integral, single piece, Ender does not disclose, teach, or 
suggest each and every element recited in claim 38. 

For at least the reasons set forth above, Ender does not anticipate claim 38. 
Applicant, therefore, respectfully requests that the rejection of claim 38 under 35 U.S.C. 
§ 102(b) be withdrawn and the claim allowed at this time. 
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Claim Rejections - 35 U.S.C. 5 103 

Claims 1, 2, 4-6, 21-26, 37 and 39-40 stand rejected under 35 U.S.C. § 103(a) 
as being unpatentable over Ender in view of U.S. Patent No. 5,709,682 to Medoff 
(hereinafter, " Medoff "). This rejection is respectfully traversed. 

Claim 1 recites, in part, a longitudinally extending intrafocal plate for securing 
bone fractures, the intrafocal plate including a flat, elongated intrafocal plate element 
and a longitudinally extending intrafocal resilient body element secured with the 
intrafocal plate element adjacent to but spaced apart from a trailing end of a surface of 
the plate element so that the leading end of the surface of the plate element extends 
above the location at which the resilient body element is secured to the surface of the 
plate element, the resilient body element being formed so as to extend generally in a 
lengthwise direction of the surface in a sinuous shape depending downwardly and 
outwardly from the bottom of the surface and wherein the other end of the resilient body 
element defines a pin element. 

As acceded in the Office Action, Ender fails to teach such features. ( See , Office 
Action at pages 5 and 6 ("Ender fails to teach that the body element has a sinuous 
shape in a first plane according to a side elevation view of the body element...)). 
Instead, the Office Action indicates that Medoff "teaches a body element (Fig. 3) has a 
sinuous shape in a first plane according to a side elevation view (Fig. 3) of the body 
element" and that "[i]t would have been obvious to one having ordinary skill in the art at 
the time the invention was made to construct the resilient body element of Ender from a 
sinuous shape from first, second, third and fourth curved portions extending downwardly 
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and outwardly from the bottom surface of the plate in view of Medoff for enhancing 
fixation of one or more bone fragments." For at least the following reasons, a prima 
facie case of obviousness based upon Ender and Medoff cannot be reasonably 
supported. 

Ender addresses forcibly driving nails guided in the correct driving position by the 
guiding channel of an insert member so that when driving in the nails there exists no 
danger of injuring the bone by subjecting it to tangential shearing stress. ( See , Ender at 
col. 3, lines 2-12.) A simple comparison of the shape in Figure 5 of Medoff cited in the 
Office Action to Figure 1 of Ender reveals there would be no reason to modify the 
structure of Ender with that of Medoff . In particular, the bent shape shown in Medoff 
would likely be difficult, if not impossible, to drive through the guiding channel of Ender , 
much less driven into the bone without breaking it. Simply put, the ordinary artisan 
would likely view it to be difficult, if not impossible, to thread the buttress 49 of Medoff 
through the insert member 5 of Ender to accomplish the specific goals forwarded by 
Ender . 
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CD 



In other words, the modification of Ender proposed in the Office Action would 
render Ender unsatisfactory for its intended purpose and would undermine the principle 
of operation of Ender - a system including a guide for guiding driving nails in the correct 
driving position - and thus the ordinary artisan would have no apparent reason for 
making such a modification. As set forth in MPEP § 2143.01 (V), if proposed 
modification would render the prior art invention being modified unsatisfactory for its 
intended purpose, then there is no suggestion or motivation to make the proposed 
modification. ( See In re Gordon . 733 F.2d 900, 221 USPQ 1125 (Fed. Cir. 1984) and 
MPEP § 2143.01 (V).) Further, MPEP § 2143.01 (VI) states that if the proposed 
modification or combination of the prior art would change the principle of operation of 
the prior art invention being modified, then the teachings of the references are not 
sufficient to render the claims prima facie obvious. ( See In re Ratti, 270 F.2d 810, 123 
USPQ 349 (CCPA 1959) and MPEP § 2143.01 (VI).) Thus, claim 1 and the claims that 
depend therefrom, are not rendered obvious by Ender and Medoff . 

The remaining independent claims, claim 5, 6, and 21, are also rejected based 
upon this improper modification of Ender with the structure of Medoff . For at least 
reasons similar to those previously described, the ordinary artisan would not have a 
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reasonable basis for making the modification proposed in the Office Action. Thus, 
claims 5, 6, and 21, and the claims that depend therefrom, are also not rendered 
obvious by Ender and Medoff . 

Claims 39 and 40 depend from claim 38. Medoff fails to overcome the significant 
shortcomings of Ender outlined above. In particular, Medoff does not disclose, teach, or 
suggest that a resilient body element formed as an integral, single piece with an 
elongate plate element that defines a leading ending, a trailing end, an overhanging 
heel toward the trailing end, and a bottom surface with the resilient body element 
extending downwardly from the bottom surface of the intermediate location of the 
elongate plate element and in a lengthwise direction relative to the elongate plate 
element beyond a terminal end of the elongate plate element as recited in claim 38. 
Thus, claims 39 and 40 that depend from claim 38 are not rendered obvious by Ender 
and Medoff , alone or in combination. 

For the reasons set forth above, claims 1,4- 6, 21-26, 37 and 39-40 are not 
rendered obvious by Ender and Medoff . Accordingly, Applicant respectfully submits that 
the rejections of claims 1, 2, 4-6, 21-26, 37 and 39-40 under 35 U.S.C. § 103(a) should 
be withdrawn and the claims allowed at this time. 
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CONCLUSION 



In light of the above amendments and remarks, it is respectfully submitted that 
the claims of the present application are now in proper condition for allowance, and an 
early notice to such effect is earnestly solicited. 

If any small matter should remain outstanding after the Patent Examiner has had 
an opportunity to review the above Remarks, the Patent Examiner is respectfully 
requested to telephone the undersigned patent attorney in order to resolve these 
matters and avoid the issuance of another Official Action. 



The Commissioner is hereby authorized to charge any fees associated with the 
filing of this correspondence to Deposit Account No. 50-0426 . 



DEPOSIT ACCOUNT 



Respectfully submitted, 

JENKINS, WILSON, TAYLOR, & HUNT, PA 



Date: February 9. 2011 




Jeffrey L. Wilson 
Registration No. 36,058 
Customer No: 25297 
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